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John A, Cifford and Kristina M Foudray of Merchant &
Gould P.C. for Thyssen Hunnebeck GrbH.

Zhal eh Sybi | Del aney, Trademark Exam ning Attorney, Law
Ofice 101 (Jerry Price, Managi ng Attorney).

Bef ore Hairston, Chapnan and Wendel, Admi nistrative
Trademar k Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Thyssen Hunnebeck GtbH has filed an application to
regi ster the mark MANTO for “buil ding assistance devi ces,
nanmely prefabricated scaffolding and construction forns
made of netal for erecting construction formwrk” in C ass

6 and “buil di ng assi stance devi ces, nanely prefabricated
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scaf fol di ng and construction fornms nade of plastic or wood
for erecting construction formwrk” in Cass 19.1

Regi stration has been finally refused on the ground
that the proposed mark is primarily nerely a surnane under
Section 2(e)(4) of the Trademark Act. Both applicant and
the Examining Attorney have filed briefs.? An oral hearing
was not requested.

The Exami ning Attorney maintains that the prinmary
significance of the term MANTO to the relevant public is
that of a surnane and that the termhas no other readily
recogni zabl e neaning. As support for her position, she

relies upon the results obtained froma search in the

! Serial No. 75/598,724, filed Decenber 3, 1998 under Section
44(e), based on ownership of German Registration No. 1,075,937,
i ssued April 12, 1985.

2 The Examining Attorney has objected to the new evi dence which
applicant has attached to its brief (Exhibits A and B) as
untinely. Applicant contends that it should be permtted to
subm t additional evidence in connection with its brief to
chal | enge the Exam ning Attorney’s suppl ementation of the record
in responding to applicant’s request for reconsideration.

The Exami ning Attorney’s objection is proper and no
consi derati on has been given to the exhibits attached to
applicant’s brief. Under Trademark Rule 2.142(d) the record nust
be conplete prior to the filing of an appeal. |If applicant files
a request for reconsideration at the tinme of appeal, the case
will be remanded to the Exam ning Attorney for further
consideration and at this point the Examning Attorney is free to
i ncl ude addi tional evidence in support of his/her position, if
the refusal is maintained. See TMEP 8 1105.04(f). The
prosecution ends at this point, however, and applicant is allowed
no further opportunity to introduce new evi dence, absent a
further request for remand. The appeal goes forward on the
evi dence of record. Neither applicant nor the Exam ning Attorney
may i ntroduce new evidence in connection with the briefs.
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PHONEDI SC POVWERFI NDER USA ONE 1998 (4'M Ed.) database, in
which a total of 113 listings for the surnane “Manto” were
found. In addition, she has nade of record excerpts
retrieved fromtwo searches of the Nexis database® show ng
use of the termas a surnanme, for the nost part for the
prof essi onal basebal |l player Jeff Manto, and pages from

Webster’s Il New Riverside Dictionary and Webster’'s New

Ceogr aphi cal Dictionary showi ng the absence of any ordinary

or geographical neaning for the term

Appl i cant argues that the Exam ning Attorney has not
met the burden of denonstrating that MANTO i s recogni zabl e
to the purchasing public as prinmarily nerely a surnane.
Applicant notes that the Phonedi sc search shows only 113
“Mant 0” surnames out of 115 million surnanmes and that the
Nexi s searches predom nately identify a single person,
nanmely Jeff Manto. Applicant contends that this is
insufficient evidence to show that the average nenber of
t he purchasing public would recognize MANTO as a surnane.
Furthernore, applicant argues, the evidence shows that
there are several other neanings for the term Applicant

points to the references in the Nexis evidence of record to

®  Fromthe first search the Examining Attorney made of record the
first 50 excerpts out of 3007 hits and fromthe second the first
150 excerpts out of 2394 hits.
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the use of “Manto” or “Mantos” as a first name (12
references), of the word “Mantos” as part of a conpany nane
(2 nanmes), of the term“mantos” or “manto” in connection
with the description of a type of mneral formation (5
references), of “Manto” as the nane of a place in England
(5 references) and of “manto” as the nane of an appeti zer
(1 reference). |In addition, applicant has nade of record
di ctionary evidence showi ng that “manto” means “mantle” or
“cloak” in the Italian | anguage. Thus, applicant argues,
t he evidence of record shows that MANTO is not primarily
merely, or only, a surnane.

Atermis primarily nmerely a surname if its primry
significance to the purchasing public is that of a surnane.
In re Hutchinson Technol ogy, Inc., 852 F.2d 552, 7 USPQRd
1490 (Fed. GCir. 1988); In re Industrie Pirelli Societa per
Azioni, 9 USPQ2d 1564 (TTAB 1988). The initial burdenis
on the Patent and Trademark O fice to establish a prima
facie case that the termis primarily nerely a surnane. In
re Establissenments Darty et Fils, 759 F.2d 15, 225 USPQ 652
(Fed. GCr. 1985). As stated by our principal review ng
court, the question of whether a mark is primarily nerely a
surnane can only be resol ved on a case-by-case basis. In

re Etablissenments Darty et Fils, 225 USPQ at 653.
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W find that the Exam ning Attorney has net the
initial burden of establishing that the term MANTO woul d be
viewed by the purchasing public as being primarily nerely a
surname. Despite the fact that there were only 113
listings for the surnane in the Phonedi sc and a m nima
nunber of uses of the termas a surnane in the Nexis
evi dence, other than as the nanme of the professiona
basebal | player Jeff Manto, this is sufficient evidence to
show the significance of the termas a surnane, albeit
relatively rare. Even a rare surname is unregistrable if
its primary significance to purchasers is as a surnanme, and
there is no m ni mum nunber of directory or tel ephone
listings required to establish a prima facie case for
refusal of registration under Section 2(e)(4). Inre
Cazes, 21 USPQ2d 1797 ( TTAB 1992); In re Industrie Pirell
Soci eta per Azioni, supra.

Furthernore, although the tel ephone and Nexis
references are limted, they do show that the public has
been nore than nomnally exposed to the surnane through the
usage by a professional baseball player who has obtained
wi despread coverage in the publications covered by the
Nexi s searches. Thus, even if MANTO is a rare surnane,
this does not nean that its surname significance woul d not

be recogni zed by a substantial nunber of persons throughout
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the United States. See In re Rebo Hi gh Definition Studio
Inc., 15 USPQ2d 1314 (TTAB 1990) (al though limted Nexis
references, sufficient to show exposure of surnane to
persons throughout the country). The fact that there are
no ordi nary or geographical neanings for the term
reinforces the surnanme significance of the term

| f the Exam ning Attorney nmakes of record credible
evi dence fromwhich it can be determned that the primary
meani ng of the term sought to be registered is that of a
surnanme, the burden shifts to the applicant to show t hat
t he term has anot her neaning which is well enough known to
the public that it cannot be said that the primary
significance of the termis as a surname. |In re Pohang
Iron & Steel Co., Ltd., 230 USPQ 79 (TTAB 1986). Unl ess
there is a readily recogni zed nmeaning for a termapart from
its surname significance, the fact that other meanings for
the termexi st does not necessarily indicate that the term
woul d have a primary neaning to the purchasing public other
than that of its ordinary surnane significance. Inre
Ham | t on Pharmaceuticals Ltd., 27 USPQ2d 1939 (TTAB 1993).

We agree with the Exam ning Attorney that the neaning
of the term“manto” in Italian is not a readily
recogni zabl e neaning to the general purchasing public in

the United States. This is clearly not a nmeani ng which
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woul d be wel |l enough known to detract fromthe prinmary
significance of the termas a surnane. Simlarly, we do
not find any of the other neanings advanced by applicant to
be those which would be readily recogni zabl e by the general
purchasing public. 1In the first place, the termin
guestion is “manto,” not “mantos” and thus references to
the latter are irrelevant. But even nore inportantly, the
m ni mal usages whi ch applicant points to are far from
significant. The technical use of the termin reference to
a type of mneral formation is obviously not a neaning
recogni zed by the general public. The few references to a
pl ace or establishment in Manchester, England and the
singul ar reference to an appetizer are far from substantive
evi dence of a readily recognized neaning on the part of the
United States purchasing public. Al in all, applicant’s
reliance upon an isol ated nunber of Nexis references to
“manto” in a manner other than a surnane is far from
adequate to carry its burden of showi ng that the term has
anot her meaning which is well enough known to the public
that it cannot be said that the primary significance of the
term MANTO i s as a surnane.

Accordingly, we find that applicant has failed to

rebut the Exami ning Attorney’s showi ng that the prinmary
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significance to the purchasing public of the term MANTO i s
nmerely, or only, that of a surnane.
Decision: The refusal to register under Section

2(e)(4) is affirned.



Ser No. 75/598, 724



